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Commissioner for Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 

PF Trnn ^TTi^ffiR37r F l B i«1f»Uor WITHDRAWAL Mih£ 
EV^r "IrTTON ^ninrmm of MCTHOD CLAIMS 33: 34 

Sir* 

This is a Petition under 37 C.F.R. §U81(a) for withdrawal of the Ex parte Quayle action 
^^121,2003 andforre^ 

with the Conunissioner'sNoticeinthe Official Gazette of March 26, 1996. entitled "Guidance on 
Treatment of Product and Process Claims in light of In re Ochiai. Jh re Broker and 35 U.S.C. § 
103(b)," 



I. 



The Examiner's Issuance of ihtBx parte Quayle Action is Inequitable 



The Examiner telephoned Applicants' Agent on April 17, 2003 to discuss claims 24-26 and 
3 1-34 The Examiner was requesting the correction of formal matters in order to put the instant 
application in condition for allowance. Such matters included the cancellation of claims 32-34. 
Applicants' Agent brought to the Examined attention that method claims 32^34, which depend from 
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On April 21, 2003, the Examiner issued an Ex parte yuayie acuuu v 
24 2003 p. ge l,B«hibi,A). t^lrtM**^^*^*** 
^ W ould issu* « *P«« 0*. Acceding.,, *is 2 m 

n . Blinder of Method or Use O*. D^dta* From Arable Product CM»» * 
Proper 

A. Background 

can be found in the Appendix. 

B. Legal Requirement 

Upon auov^ceof m ^^°^m«***«*«>*^ 
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In re Ochiai, In re Brouwer and 35 U.S.C. § 103(b)." 

Applied submit that refusal by the Office to rejoin claims 32-34 is improper. Aaento. is 

directed to the MPEP §821.04 (Rejoinder): 

if arolicant elects claims directed to theproduct, and a product clam is ™*«** n '* ta,n < 1 
^Z&Ztt*** process claims vhich depend from or o-^se include d the 

See auo the PTO-s own WtoMN* «■ TTeatn»«ofI>rc^»dl^e.sCldn»ta 

34 is in keeping with the Office's own guidelines. 

1 Ctalms32-34Disdo S eMea.rAforUsiDElheIh^trfCl»lm31 
C^^-***********-*""***™ stacethesemethods 

^ees of me polynucleotides of claim 31 to detect a targe. polynucleotide sequence. DM 
pledge of t>»se,u^es of ther*!^^ 
.^polynucleotides" and hence, no methods axe avails. odettc, the 

det^thenovelpolynuele^^^ 

RNAeqniva.enUofeach. A m ^tn»^^^°™«*»«^ m * M ? 
fcngm sequence. ^ B d 1 * t <d--^^hrtl.1*l«^■-^•* to,, • ' 

p^ceofftefulllengaseo^ofcla^ 

polynucleotides of claim 31. to be detected. i.e., as a hybridization complex. 
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2. The Office has Misconstrued Claims 32-34 

The Office Action has asserted that 

Knowing the sequence of the polynucleotide of claim 3 1 is ^ ^T^ . 

(Office Action of April 24, 2003. page 2). 

^™ 1^.34 are not subject to r^^^ . 
the allowable protect (Office Acta of Apnl 24, 2003, page 4). 

****** of daims 31. Th M .«he o^o* rfM. 32-34c» only be priced *e 

taov.Wgeofthes^uence.rfftemgetpoly^l^^^l" 18 '" 31 - 

Office ^a.sened tot ciato, 32-34 ^emetod.ofu.U.gfr.gme^ of the 



34. 



3. The Bread* of Claims 32-34 is of the Same Scope as Claim 31 
T^ptcamWebreaftesUfeaadn^ngintothecWm. The gamble of claims 32 »d 34 

. . , -That :„ claims 32-34 are within the scope of claim 31. 
include all the limitations of claim 31. That is, claims « 

mciuac «*« directed to "methods of use 

Moreover, the Office has asserted that method claims 32-34, are auectea to 

ofa^nusofpolynucleo^^^ A 
ofagenusoipuy restricted to 

because claims 32-34 include all the Hrnitations of claim 31, the breadth ot claims 

because em ^^0*. claims 32-34 encompass and do not exceed 

the claim on which they depend, i.e., claim 31. inereiore, warn 

the breadth of allowed claim 3 1 . 
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4. meOmceliMN»tP«MiitedaW».«*ci. Case for Non-Raj toderof 
Claims 32-34 

evidoncefbrrejointosubsW^Appli^ position thatcWm. 32-34 should berejotaed. 
Therefore, ttis properthat claims 32-34 are rejoined. 



C 



Render of These Types of Method Claims 

Frodurt CWm(s) is Consistent ^ the Practice Other Art Uwts m TC 1600 



bairns which weterejoWandfoundanowableinTC 1600. Uer^o, rejoinder of me** 

Units ofTC 1600. Af ^*t**a*m^*u^«»»<»**« W * 1UI1 ' 1 " 

To fflustr»e, ta Appnc»non N o.U S SN09/5^ 

2003 USSN09/MM83.Art Unit 1652, p^esl-3,a»dacopyofclainls29and31-33. M 
amended). 

indicated claim U a. direct to an allow*., product (po.ynocleotides) and *eOffico rejoined and 
alowed method daims 13-15 (identical to claims 32-34) and clam 21, ail of which depend from claim 
11 (Exhibit B. Office Action of April 24, 2003, USSN 09/802.741, pages 1-3. anda copy of claims 

11 13-15 and 21). 

ford, in* OffidalGa^NoticedatedMarch26, 1996 (11840.0. 86) 
^OcM****^******'*"****- 1, is Accents" position that ma 
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09/519283 and claims 13-15 of USSN 09/802,741, is omerwise consistent with the procedures set 
fort, by the Commissioner* the Official Ga*«e and routinely pr**«rf by me Office. 

m. Conclusion 

AppHcantssubntttbatmepros^ 

couldnotoccurunuiApphcantsprovit^ 

^ucleoSdesofcWmSlwiftoutSEQlDNOT. Claim. 32-34 atenove. methods for u^gthe 
novelpoiynudeou^ofclaimnrnthed^ 

P ^ md P^Cl» D sh,Ugh.offcr e ^ia, a «(ft™BrW- m d3 5 U. S .C.S103(b). 
Consistency of pr^ce Wiethe Office is paramount to me tenet, of patent proton «mch 
Applicants seek. 



110472 

Received from < 6508498886 > al 7H8I03 4:44:58 PM [Eastem DayligMTime] 



09/831,088 



^^.743 P. 11 

JUL.18.2003 1.5SPM 6508498886 

Docket No.: PF-0622 USN 
MM. believe tat no fee i. due with tte coffl momcation. However, if theUSFTO 

09-0108. This form is enclosed in duplicate. 

Respectfully submitted, 
INCYTE CORPORATION 
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Reg. No. 47,016 

Direct Dial Telephone: (650) 621-8555 



Date: n JU-u- James M Verna, PhX>. 



Reg. No. 33,287 

Direct Dial Telephone: (650) 845-5415 



Customer No.: 27904 
3160 Porter Drive 
Palo Alto, California 94304 
Phone: (650) 855-0555 
Fax: (650) 845-4166 
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Exhibit C - Notice of Allowability 
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